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The rights of celebrities to make choices regarding the
levels of exposure they wish to accept and to profit
from exposure if they choose to, is a well recognized
concept in the West. In India, however, the right to
privacy which emerged through judicial
pronouncements is not equipped to protect celebrity
rights. This paper analyses the justifications for
protection of celebrity-rights and studies the
mechanisms through which other legal systems protect
these rights. The paper suggests an intellectual property
based approach to the protection of celebrity rights,
which can be implemented in India either through
legidlative enactments or through the incorporation of
developments in this regard that have occurred in other
common law jurisdictions through judicial
pronouncements.

[.INTRODUCTION

According to expertsand scholars, intellectual property rights, without
enforcement, are worthless. The intangible nature of intellectual property, which
alowsit to flow relatively freely across borders, presents a need for international
enforcement of intellectual property rights (hereinafter IPR).! Thereis, however,
no international intellectual property law per se; instead I1PRs are subject to the
principleof territoriality.?2 Theserights vary according to what each state recognizes

* 4" Year Student, West Bengal National University of Juridical Sciences.
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1 PauL MARETT, MARETT: INTELLECTUAL ProPerTY Law 1 (1996) (defining intellectual property as
intangible products or creations of human intellect). According to Paul Marett, intellectual
property is intangible property, and is similar to shares in a company, which may be transferred.
The three dominant forms of intellectual property are copyright, patents, and trademarks.

2 See Curtis A. Bradley, Territorial Intellectual Property Rights in an Age of Globalism, 37 Va.
J. INT'L L. 505 (1997) (commenting on territorial reach of intellectual property law and
presumption against extraterritoriality).
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and enforces. In contemporary times the domain of 1PRs has been expanded to
afford protection to modern rights such asthe *right to publicity’ acorollary of the
right to privacy, and thebundle of rightsthat emanatefrom* celebrity rights . However
thisincorporation has not been asmooth one, and there has been much friction and
conflict on the manner and content of such rights.

The seeds of celebrity rights lay in the novel doctrine of privacy which
was created by Samuel Warren and Louis Brandeisin their seminal article— ‘The
Right to Privacy’, in which they argued that the basic concept of personal freedom
extended to all personstheright ‘tobelet done’ .* Theideaof anindividual’slegally
protectableright of privacy, so universally accepted today, was adaring assertion in
the late nineteenth century. Fifteen years after the Warren and Brandeis article, the
Supreme Court of the State of Georgia became the first court to embrace ajudicial
cause of action for invasion of privacy in Pavesich v. New England Life Insurance
Company.* The case involved a claim against an insurance company which had
published, without permission, the plaintiff’s picture as part of an advertisement. The
Pavesich court alowed the plaintiff to recover without proof of special damage,
recognizing that one’s personal liberty includes the freedom not only from physical
restraint, but also to order one's life without the intrusion of unwanted publicity.
Despite these early beginnings, the concept of ‘ celebrity rights' has struggled, even
inthe United States of America (hereinafter US), the chief innovator and exporter of
celebrity status, to develop acomprehensive, predictable approach to celebrity rights
that would alow creators and proprietors of intellectual property to compete more
effectively in global markets® A sharply defined right of publicity would provide
needed certainty inlegitimate commercial transactionsinvolving celebrities, advertisers
and entertainment concernswhile hel ping guard against overreaching to avoid unduly
restricting public access to popular culture.

As much can be stated with a fair amount of certainty: the right of
publicity is“theinherent right of every human being to control the commercial use
of hisor her identity.”® Most statesin the US recognize theright, and consider it to
be in the nature of property. This is where things become vague; though the right
isrecognized throughout the US, few courts have actually analyzed what the right
encompasses, what the fact that it is ‘in the nature of property’ means, how it
interacts with the possessor’s dignitary rights, most notably, the right of privacy
and more importantly, how this right can be protected by notions of intellectual
property law. Such unclear rules breed uncertainty, and that uncertainty limits

3 Louis D. Brandeis & Samuel D. Warren, The Right to Privacy, 4 Harv.L.Rev. 193 (1890).

4 50 SE. 68 (Ga. 1905).

5 Lee Hetherington, Direct Commercial Exploitation of Identity: A New Age for the Right to
Publicity, 17 CoLumsiA-V LA JourNAL oF Law AnD THE ArTs Fall 1 (1992).

6  Bruce P. Keller, Condemned to Repeat the Past: The Reemergence of Misappropriation and
Other Common Law Theories of Protection for Intellectual Property, 11 Harv. JL. & TecH.
401 (1998).
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expression. Musicians, filmmakers, and artists risk expensive and prolonged
litigation every timethey use acelebrity’snameor imagein awork, regardless of the
relevance, they contend, it might have to their message.”

[1.CELEBRITY RIGHTSIN US

A. THE RIGHT OF PRIVACY

The right of publicity is rooted in the privacy doctrine that began to
develop towards the end of the nineteenth century.® This right of privacy can be
succinctly stated astheright ‘to belet alone’.® Courts soon extended thisright to
protect private persons from unwanted publicity.

An inchoate right of publicity is apparent in early courts' attempts to
apply the right of privacy to celebrities'® Some courts were reluctant to apply
privacy rights to celebrities, stating that celebrities waived any right ‘to be let
alone’ through their active pursuit of and profit from fame.* Under this view,
commerce in celebrities’ identities was limited to payment to the celebrity for a
waiver by the cel ebrity of theright to sue any licensee of the celebrity’sidentity for
violation of privacy rights. If celebrities possessed no privacy rights, waiver of any
privacy-based cause of action possessed dubious value at best.’?

7 Joshua Beser, False Endorsement or First Amendment: An Analysis of Celebrity Trademark
Rights and Artistic Expression, 41 San Dieco L. Rev. 1787 (2004).

8 A legal right to privacy was first proposed by Samuel D. Warren and Louise D. Brandeis in an
article that is widely recognized as one of the most influential ever written. Warren &
Brandeis, supra note 3.

° Id.

10 See, e.g., O'Brien v. Pabst Sales Co., 124 F.2d 167, 169 (5th Cir. 1941) (finding the
publication of a football player’'s photograph was authorized by his college’s publicity
department), cert. denied, 315 U.S. 823 (1942); Paramount Pictures, Inc. v. Leader Press,
Inc., 24 F. Supp. 1004, 1009 (W.D. Okla. 1938) (holding that although Ohio law may
recognize a right of privacy, it does not extend to prominent, notorious, or well known
persons), reversed on other grounds, 106 F.2d 229 (10th Cir. 1939); Martin v. Fl.Y. Theatre
Co., 26 Ohio Law Abs. 67, 69 (C.P. 1938); cf. Chaplin v. Amador, 93 Cal. App. 358, 360
(1928) (holding Charlie Chaplin allowed to enjoin look-alike actor from performing under
the name ‘Charlie Aplin’ on unfair competition grounds).

1 In O'Brien, id.,170, a college football player was denied recovery under the right of privacy
for a beer company’s unauthorized inclusion of his picture on a promotional calendar, due to
his active pursuit of fame. Dictum from this case, however, illustrates the nascent right of
publicity.

12 Even where celebrities were allowed to sue under a privacy cause of action, damage awards
were often minimal. E.g., Miller v. Madison Square Garden Corp., 28 N.Y.S.2d 811, 813
(1941) (allowing the plaintiff to recover six cents for unauthorized use of picture on
bicycle race program).
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Thefirst case to explicitly recognize that a celebrity’s name or likeness
has value beyond aright of privacy was Haelan Laboratoriesnc. v. Topps Chewing
Gum, Inc.2, acaseinvolving baseball playerswho licensed their statisticsand images
for use on baseball cards. In coining the term ‘right of publicity’, the court stated:

“We think that, in addition to and independent of that right of
privacy (whichin New York derives from statute), aman hasa
right in the publicity value of his photograph, i.e., the right to
grant the exclusive privilege of publishing his picture, and that
such a grant may validly be made ‘in gross,’ i.e., without an
accompanying transfer of a business or of anything else.”

Although the court cited little authority or policy for its decision, the
jurisprudence laid down in Haelan Laboratories appears to underlie the right of
publicity.”® Two influential commentaries further developed theright of publicity.
One commentator picked up the phrase‘right of publicity’ shortly after Haelanina
seminal articlethat solidified theright of publicity’s existence as separate from the
right of privacy.'® Thelate Professor Prosser, in acommentary universally citedin
publicity cases, further delineated the difference between privacy and publicity
rights.'” In so doing, Prosser categorized violation of publicity rights as one of four
different torts constituting the invasion of privacy.

1 Intrusion upon the plaintiff’s seclusion or solitude or into

hisprivate affairs.

2 Public disclosure of embarrassing private facts about the
plaintiff.

3. Publicity which placesthe plaintiff in afalselight in the
public eye.

4. Appropriation, for the defendant’s advantage, of the
plaintiff’snameor likeness.*®

13 Haelan Labs,, Inc. v. Topps Chewing Gum, Inc., 202 F.2d 866, 868 (2d Cir.), cert. denied, 346
U.S. 816 (1953).

4 |d. 868 (applying New York common law. The court further stated, “Whether it be labeled a
‘property’ right is immaterial; for here, as often elsewhere, the tag ‘property’ simply symbolizes
the fact that courts enforce a claim which has pecuniary worth.” This right raises issues
including whether it is descendible, possible tax issues, marital property issues, and so on.)

%5 The court stated: “It is common knowledge that many prominent persons [...] would feel
sorely deprived if they no longer received money for authorizing advertisements [...] This
right of publicity would usually yield them no money unless it could be made the subject of an
exclusive grant which barred any other advertiser from using their pictures.”

% Melville B. Nimmer, The Right of Publicity, 19 Law & ConTemp. Pross. 203 (1954) (arguing
that, although publicity and privacy claims sometimes overlapped, privacy plaintiffs were
concerned with unwanted intrusions into their personal lives, while publicity plaintiffs
complained of uncompensated exploitation of their identities, making privacy remedies
inadequate).

7 L. Prosser, Privacy, 48 CaL. L. Rev. 383, 398-407 (1960).

18 1d.,389. Prosser also avoided the debate over whether the right of publicity is ‘property’
arguing it was ‘pointless’. Id., 406.
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It is the fourth of Prosser’s torts, the appropriation of the plaintiff’s
name or likeness, that courtscite astheright of publicity.® Thisright in one'sname
or likeness is assignable?, bestowing upon it substantial commercial value and
rendering it enforceable by third parties. Many courts, however, have ruled that
thisright is not inheritable, making it an amalgam of property and privacy rights.
Theexact property characteristicsof theright of publicity remain unsettled in many
jurisdictions today.?

B. PUBLICITY

The development of the right to publicity in the US has primarily been
through case-law. We will elucidate with the aid of landmark casesthe devel opment
of thisright. Haelen court’s emancipation of theright of publicity from its privacy
parent signaled the beginning of a steady trend towards recognition and protection
of thecommercia vaue of anindividual’snameand likeness. The growinginfluence
of the doctrine was made apparent by the US Supreme Court’s pronouncement in
Zacchini v. Scripps-Howard Broadcasting Co.% that the right of publicity not
only existson anindependent footing but in appropriateinstances can be of sufficient
force and effect to subordinate the strong countervailing right of the media,
guaranteed by both the First Amendment and the Fourteenth Amendment, to report
on newsworthy mattersin the public interest.

Over time the traditional scope of name and likeness protection has
been extended to abroad range of related contexts. Courts have decided that one’s
signature, likeness, voice, photograph or scul pture are merely additional methods
of evoking one's name and likeness and should be protected to the same extent. In
the case of Carson v. Here's Johnny Portable Toilets Inc.? after failing to find the
reguisite elementsto allow the plaintiff to prevail on unfair competition, trademark
and privacy theories, the court focused on theright of publicity argument. Rejecting

¥ See, eg. White v. Samsung Elec. Am. Inc., 971 F.2d 1395, 1397 (9th Cir. 1992), cert. denied,
113 S. Ct. 2443 (1993); Eastwood v. Superior Ct., 198 Cal. Rptr. 342, 346 (Cal. Ct. App.
1983); Hirsch v. S.C. Johnson & Son, Inc., 280 N.W.2d 129, 133 (Wis. 1979).

20 “Once protected by the law, [the right of publicity] is a right of value upon which the plaintiff
can capitalize by selling licenses.” W. Pace KEATON ET AL., PRossER AND KEATON ON THE LAW OF
TorTs 117, 854 (1984).

2 See, eg., Haelan Labs, supra note 13.

2 See, eg., Memphis Dev. Found. v. Factors Etc. Inc., 616 F.2d 956, 958 (6th Cir.) “The common
law has not heretofore widely recognized this right to control commercial publicity as a
property right which may be inherited.”, cert. denied, 449 U.S. 953 (1980); Lugos v. Universa
Pictures, 603 P.2d 425, 430 (Cal. 1979) “May the remote descendants of historic public figures
obtain damages for the unauthorized commercial use of the names and likenesses of their
distinguished ancestors? If not, where is the line to be drawn, and who should draw it?’

% 433 U.S. 562 (1977).

2 |d.

% Cepeda v. Swift & Co., 291 F.Supp. 242 (E.D.Mo. 1968).

% 698 F.2d 831 (6th Cir.1983).
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the district court’s position requiring specific identification of the entertainer by
name as too narrow, the Sixth Circuit stated that “if the celebrity’s identity is
commercialy exploited, there has been an invasion of his right whether or not his
‘name or likeness' isused.”#

The Wisconsin Supreme Court in Hirsch v. SC. Johnson & Son, Inc., %
which involved football star Elroy Hirsch, ruled that the nickname ‘ Crazylegs', by
which he was known to alarge segment of the public, was sufficient to identify him
and thus was protectable under the right of publicity. The court articulated the
underlying principle by which the need for protection should be defined: “All that is
required isthat the name clearly identify the wronged person.” The court found that
themoniker * Crazylegs was sufficient to identify Hirsch despite the fact that it was
the press and public that had so dubbed him.?® Thus, unauthorized uses of
characteristics such asanickname or anintroductory phrase can evokeidentity. Of all
the identity cases, the most radical extension of protection is found in
Motschenbacher v. R.J. Reynolds Tobacco Co.* A famousrace car driver succeeded
in having a summary judgment overturned where defendant’s television cigarette
commercial, though not using plaintiff’s name, picture or likeness, had associated its
product with plaintiff’suniquely marked race car. The Ninth Circuit held that thiswas
sufficient to evoke the plaintiff’ sidentity for an unauthorized commercial purpose.

A year later, the Ninth Circuit, applying Californialaw, considered the
problem of unauthorized appropriation of identity in a case which involved singer
Nancy Sinatrawho had scored the hit record — These Bootsare Made for Walking.®
Seeking to capitalize on the popularity of the record, atire company produced a
seriesof radio and television commercials using the song under alicense agreement
from the copyright proprietor. The production imitated the voice, dress and
mannerisms of the plaintiff without ever specifically identifying her by name or
picture. Sinatra's theory of unfair competition was based on secondary meaning
generated by the popularity of her recording. The court rejected this theory on the
grounds that Sinatra was not in competition with the tire seller. Following the
reasoning utilized in the Fifth Dimension case the court further held that since
Sinatra did not own the copyright to the song she had popularized, her claim was
pre-empted by the Copyright Act.

The Midler v. Ford Motor Co®2 case marked the final shift toward the
evolving pattern of protecting all incidents of a person’sidentity against wrongful
commercia appropriation. While generally denominated as the right of publicity,
some states persist in referring to this action as invasion of the persona right of

2 |d.

2% 280 N.w.2d 129 (Wis. 1979).

2 d.

% 498 F.2d 821 (9th Cir.1974).

8l Sinatra v. Goodyear Tire & Rubber Co., 435 F.2d 711 (9th Cir.1970).
%2 849 F.2d 460 (9th Cir.1988).
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PROTECTING CELEBRITY RIGHTS THROUGH IP CONCEPTIONS 621

privacy, while still others have labeled it as a form of unfair or deceptive trade
practice, and still others brand it as a form of actionable misappropriation. The
distinctionisof little practical import for living celebrity plaintiffs. Theissuebecomes
increasingly problematic, however, when the action isbrought by an heir, assignee
or successor in interest of a deceased celebrity.

C.WHOISACELEBRITY?

“Considerable energy and ingenuity are expended by those who
have achieved celebrity value to exploit it for profit. The law
protects the celebrity’s sole right to exploit this value [i.e, the
value of being acel ebrity] whether the cel ebrity hasachieved her
fameout of rare ability, dumb luck, or acombination thereof.”*

There is universal agreement that the right of publicity protects a
celebrity’s prerogative to control the exploitation of hisor her identity. Thisraises
the obvious question: Who isacelebrity in the eyes of thelaw? The case of Martin
Luther King, Jr., Center for Social Change v. American Heritage Products, Inc®.,
addresses this issue correctly, concluding that the term *celebrity’ should be
interpreted broadly to encompass more than the traditional categories of movie
idols, rock stars and ball players. However over time the idea of a‘celebrity’ has
undergone much expansion, and thus now, anyone whoseidentity commandsvalue
inthe commercial marketplace qualifiesfor protection under the* direct commercial
exploitation of identity’ test.

To start drawing lines and creating judicial tests for celebrity statusis
an unnecessary exercise. Under the ' direct commercial exploitation of identity’ test,
if a defendant makes an unauthorized use of one’s identity that is both direct in
nature and commercial in motivation, the person whose identity has been
misappropriated has by definition become a celebrity for right of publicity
purposes.® All that remainsis proof of damages and/or a showing of irreparable
harm necessary for equitablerelief. Damageswoul d be cal culated by the traditional
measure of market value of services plus any consequentia injury to reputation
and earning capacity. Where such damageswould be minimal or difficult to establish
inthe case of an unknown, an alternative scheme of damage computation would be
that of unjust enrichment. Any such monetary award would be in addition to
injunctiverelief.®

33 White, supra note 19.
3 694 F.2d 674 (11th Cir.1983).
%5 See Hetherington, supra note 5.

% |d. In those cases where an ordinary citizen's identity is invaded without the benefit of a
release or other permission, any recourse would be based on a right of privacy rather than a
right of publicity. See Prosser, supra note 17.
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1. JUSTIFICATION OF PROTECTING CELEBRITY RIGHTS

The right of publicity has generally been considered to be a separate
body of law that has its roots in other bodies.*” Professor J. Thomas McCarthy
stated, “The right of publicity is not akind of trademark. It is not just a species of
copyright. And it isnot just another kind of privacy right. It isnone of thesethings,
although it bears some family resemblanceto all three.”* Hence, it isimportant to
note that when theright of publicity and its devel opment are discussed in terms of
privacy rights, trademark law, copyright law, and property rights, theright of publicity
grew from these bodies of law, but no longer is based completely upon them.

A. MORAL JUSTIFICATIONS

While the right of publicity in the United States has been primarily
justified in economic terms, theright has al so been grounded in mora justifications.
Onemorad justification falls under John Locke’s Labor Theory.® Under the Labor
Theory, a celebrity deserves all the rewards he can gain because he has worked
hard and created a persona that has value.”> The Theory contemplates the notion
that if the publicity right isnot given, peoplewill not work ashard to create valuable
personalitiesand society will suffer asaresult. In 1954, Professor MelvilleB. Nimmer
expressed the idea that a person who laborsto create an image is entitled to enjoy
the ‘fruit of [the] publicity values.’#* This justification has been enforced by the
use of state property law. In McFarland v. E & K Corp.,*? the court held that “[a]
celebrity’s identity, embodied in his name, likeness, and other personal
characteristics, isthe ‘fruit of hislabor’ and becomes atype of property entitled to
legal protection.” 4

Tied to this justification is the notion of unjust enrichment. This idea
contendsthat acompany should not be ableto profit by using theimage or likeness
of acelebrity without compensating the celebrity for the use. Again, the US courts
have turned to state based property lawsto embrace thisjustification. The Court in
Zacchini v. Scripps-Howard Broadcasting Co.,* found that “[t]he rationale for
[protecting the right of publicity] is the straight-forward one of preventing unjust
enrichment by thetheft of good will” and that the defendant had appropriated “the

87 See J. Thomas Mccarthy, The Spring 1995 Horace S. Manges Lecture: The Human Persona
as Commercial Property: The Right of Publicity, 19 CoLum.-VLA J.L. & Arts 129, 131
(1995).

% 1d.,131.

% See generally Jonn Locke, Two TreaTises OF GovernmENT (Neill H. Alford, Jr. et a, ed., 1994)
(1698).

o d.

41 Nimmer, supra note 16.

4 18 U.S.PQ.2d (BNA) 1246 (D. Minn. 1991).

“ 1d, 1247.

433 U.S. 562 (1977).

&
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very activity by which the entertainer acquired hisreputation in thefirst place”.* A
final moral justification for the Labor Theory that is sometimes offered concerns
state privacy laws. Under these laws, the argument is that the celebrity should be
freeto associate with whom he wishes. The argument followsthat if the celebrity is
associated with certain items or services, hisreputation will beinjured and hewill
loserespect and economicvalue®®  For example, if Marlboro were ableto use Ken
Griffey Jr.’s¥ imagein acigarette advertisement, Griffey’s reputation as aclean-cut
role model would be tarnished. Therefore, proponents of the Labor Theory would
argue that Griffey should have control over his image and likeness so that
associations he deems deleterious to his image can be prevented.

All of these justifications have been criticized by individuals such as
Professor Michael Madow. Professor Madow questions whether it is truly the
celebrity who creates hisimage or whether it isthe public that creates meaning, and
then value, in acelebrity’simage. He argues that “[t]he notion that a star’s public
image is nothing el se than congeal ed star labor isjust the folklore of celebrity, the
bedtime story the celebrity industry prefersto tell us and, perhaps, itself”.*

B. ECONOMIC JUSTIFICATIONS

There are two primary economic justifications that are advanced to
support theright of publicity. Thefirst justification follows aline of reasoning that
istied to the Copyright Act. The second justification utilizes the Lanham Act.

Thefirst economic justification that is often proposed isthe incentives
argument. The incentives argument is that if a celebrity cannot fully exploit his
name, image, and likeness, the celebrity will lack theincentiveto create avaluable
persona.®® For example, if Magic Johnson® could not sell hisimage to Nike for a
large profit, he might have lacked the incentive to play basketball at the intense
level that he did. In Zacchini v. Scripps-Howard Broadcasting Co.,% the Supreme
Court held that it was proper to give Zacchini protection “to protect the entertainer’s
incentivein order to encourage the production of thistype of work.”%? Courts have
equated this incentive to the one referred to in the copyright clause of the US
Constitution which says that copyrights will be granted to “ promote the progress
of science and useful arts.”%

% Zacchini v. Scripps-Howard Broadcasting Co, 433 U.S. at 576.

% Michael Madow, Private Ownership of Public Image; Popular Culture and Publicity Rights,
81 CaL. L. Rev. 125 (1993).

4 Ken Griffey Jr. currently plays Major League Baseball for the Cincinnati Reds.
% See Madow, supra note 46.
“1d.

%0 Magic Johnson, a member of the Basketball Hall of Fame, played for the Los Angeles Lakers
until he was diagnosed with H.1.V. and decided to retire.

51 Supra note 45.
52 433 U.S. 562, 577 (1977).
% U.S Const. art. |, § 8, cl. 8.
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The second justification of the right to publicity concerns the public
and itsrole as consumers. Thisargument contendsthat if celebritiesare not ableto
control their images, companies will be able to use them and trick the public into
believing that the celebrity is actually endorsing the product with which he is
pictured. This argument, which looks to prevent consumer confusion, is based
upon section 43(a) of the Lanham Act®*, which concerns trademark law.%

IV. THEEXTENT AND BASESOF PROTECTION TO
CELEBRITY RIGHTSIN THEUSOFAMERICA

Asawhole, courtsin the US have found that if theimage or likeness of
acelebrity shown will evoketheideaof the celebrity in question, the celebrity will
haveacause of action. Thisareahasbecomeone of the strong pointsfor cel ebrities.®
What isof importancein thesetypes of casesiswhether the advertiser isidentifying
acelebrity in any way to exploit that celebrity’simage. If anameor anicknameisa
sufficient identification device, the cel ebrity will haveavalid claim under the publicity
rightsdoctrine®” In 1988, the Ninth Circuit expanded the right of publicity toinclude
voices.® Bette Midler® sued Ford Mator Co. when Ford, after trying to obtain
Midler’s services, used another person, who sounded like Midler, to sing a song
over one of their commercias. The court held that “when a distinctive voice of a
professional singer iswidely known and isdeliberately imitated ... to sell aproduct,
the sellers have appropriated what is not theirs and have committed a tort.”%

The use of a slogan which first appeared on the Tonight Show led
Johnny Carson, the popular former host of the Tonight Show, to bring suit against
Here's Johnny Portable Toilets Inc. inthe Sixth Circuit.®* ‘Here's Johnny!” iswhat
Ed McMahon, Carson’ssidekick, always said before Carson came out to do ashow.
Theword * John' isa so the namefor atoilet. Thetoilet company, wanting to capitalize
onthisfortunate coincidence, named their company ‘ Here' s Johnny Portable Toilets .
Martin Luther King, Jr. Center for Social Change, Inc. v. American Heritage

5 Section 43(a) prohibits the use of any word or image, in conjunction with a product, that will
confuse the consumer regarding that product’s origin.

55 See Lanham Act § 43(a), 15 U.S.C. § 1125(a)(1)(A) (1994).

% See Kevin Fisher, Which Path To Follow: A Comparative Perspective On the Right Of
Publicity, 16 Conn. J. INT'L L. 95 (2000).

57 Carson v. Here's Johnny Portable Toilets, Inc. 698 F.2d 831 (6th Cir. 1983) holding that
‘Here's Johnny’ was an integral part of Carson's image and could not be appropriated without
a licensing agreement); Uhlaender v. Henricksen, 316 F.Supp. 1277 (D. Minn. 1970) (holding
that Major League Baseball players association able to bar the use of player’s names in an
unauthorized baseball table game).

% Midler v. Ford, 849 F.2d 460 (9th Cir. 1988).
% Of ‘Bette Davis Eyes song fame.

0 1d.

61 Carson, supra note 57 .
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Products, Inc.®? raised the questions of whether the right of publicity survives
death and whether the owner of the right must exploit the right in order to make
claimsunder theright of publicity. The Sixth Circuit said that acelebrity’simageis
invaded whenever hisor her identity isappropriated in any way. The court held that
“[i]f theright of publicity dieswith the cel ebrity, the economic value of theright of
publicity during life would be diminished because the celebrity’s untimely death
would serioudly impair, if not destroy, the value of theright of continued commercial
use.”® Thus the celebrity rights protection extends to image, voice, likeness and
notable slogans. In nature, it is transferable and also inheritable.

A copyright protectsatangiblecregtionfor itsexpresson of idess. Trademark
protects something existing in theworld for its user, whose use associatesthat thing with
him.% Although names cannot be copyrighted, tangible representations of celebrities
images are often copyrighted under the US Copyright Act. For example, aphotograph of
a celebrity could be copyrighted. A photographer would typically own the rightsto his
photograph regardless of what isin it. Sdlling the photograph to a publication would
trandfer those rights in the photograph. Typical copyright issues related to celebrities
include suits over use of film clips® graphic artwork,%* and musical compositions.®
Courtsarereluctant to extend trademark protection to copyrightablemateridsinan effort
to prevent circumvention of the limited nature of copyrights through the use of the
LanhamAct which ded swith trademarks. A part from copyright protection, and common
law protection, celebrity rights are also protected under Federa Acts like the Federdl
Trademark Dilution Act (hereinafter FTDA) which established afederal cause of action
when ajunior use“whittl[es] away thevalue of atrademark” whenit'sused “to identify
different products’ ® The dilution amendment was adopted to “ protect famoustrademarks
from subsequent uses that blur the distinctiveness of the mark or tarnish or disparageit,
even in the absence of alikelihood of confusion.”®

62 694 F.2d 674 (11th Cir. 1983).
& Id.

5 Keren Levy, Trademark Parody: A Conflict between Constitutional and Intellectual Property
Interests, 69 Geo. WasH. L. Rev. 425, 428-29 (2001).

% See Comedy Il Prods., Inc. v. New Line Cinema, 200 F.3d 593 (9th Cir. 2000), amended by
2000 U.S. App. Lexis 1421 (9th Cir. 2000). The owner of intellectual property rights in the
Three Stooges filed this action against New Line Cinema for use of a Three Stooges clip in
the film, The Long Kiss Goodnight. Comedy Ill Productions argued that the clip was
‘particularly distinctive’ of the Three Stooges' style of comedy, and thus the clip constituted
a trademark. The court rejected this attempt to classify the cause of action as trademark
infringement, seeing it as an attempt to circumvent copyright law by use of the Lanham
Act. The court found that a copyright claim would have failed if it had been brought since
the film's copyright had expired and it had entered the public domain.

% See 17 U.S.C. § 102(a)(5) (2000).

57 See 17 U.S.C. § 102(a)(2). The history of musical compositions as copyright is as old as
copyright law itself.

% Mattel, Inc. v. MCA Records, Inc., 296 F.3d 894, 903 (9th Cir. 2002).

% Dilution claims apply only to famous marks.( 15 U.S.C. § 1125(c) (2000) Famous marks are
a subset of trademarks that are also protected by traditional infringement claims. While
every trademark is, by definition, distinctive, either inherently or through acquiring secondary
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Apart fromthis, celebrity rightsare a so protected under Sections43(a)™
and 43(c)™ of the Lanham Act, allowing trademark to also grant protection to
celebrity rights. The Lanham Act has been widely used for providing statutory
bases for protecting celebrity rights. In Allen v. National Video Inc™., Woody
Allen’s Lanham Act claim succeeded because of the use of alook-alikein a print
advertisement to promote a home video service. The defendant sought
unsuccessfully to distinguish Allen on the fact that a connection existed between
Woody Allen, amember of the motion pictureindustry, and the defendant, amotion
picturedistributor. The Ninth Circuit pronounced that acel ebrity, whose endorsement
of a product is implied through the imitation of a ‘distinctive attribute’ of the
celebrity’s identity, has standing to sue for false endorsement under section 43(a)
of the Lanham Act.

The second Lanham A ct amendment broadening cel ebrity protectionis
the Anticybersquatting Consumer Protection Act (hereinafter ACPA). TheACPA
prohibits the registration of an internet domain namethat isidentical, confusingly
similar, or dilutive of atrademark with bad faith intent.” Congress approved this
amendment in order to prevent cybersquatting—the practice of registering domain
names containing trademarks, then profiting from selling these domain names to
the trademark holders. Celebrities such as Julia Roberts, Madonna, and others
regained domain names containing their names in suits against alleged
cybersquatters. Likedilution claims, theserightsderivefromanindividual’sproperty
interest in aname.

meaning, very few are famous. Section 43(c) includes a non-inclusive eight factor test to
determine whether a mark is famous. These factors include, for example, duration and
geographical extent of use and the public’s degree of recognition. By providing protection
only for famous marks, courts can reasonably infer that the infringer had heard of the mark.
Thus, initially, dilution protected only the most famous of celebrities, like Madonna or
Michael Jordan. However, as in section 43(a) cases, celebrity rights are creeping into the
realm of once protected areas, and litigation under the FTDA is expanding to less famous
people.

"0 Section 43(a) protects unregistered trademarks. Since the mid-1980s, courts have increasingly
recognized celebrities' claims under the Lanham Act as unregistered trademarks protected by
section 43(a).

7 Under Lanham Act section 43(c)(1), a court can consider the following factors to determine
a mark’s famousness: “(A) the degree of inherent or acquired distinctiveness of the mark; (B)
the duration and extent of use of the mark in connection with the goods or services with
which the mark is used; (C) the duration and extent of advertising and publicity of the mark;
(D) the geographical extent of the trading area in which the mark is used; (E) the channels
of trade for the goods or services with which the mark is used; (F) the degree of recognition
of the mark in the trading areas and channels of trade used by the marks’ owner and the
person against whom the injunction is sought; (G) the nature and extent of use of the same
or similar marks by third parties; and (H) whether the mark was registered under the Act of
March 3, 1881, or the Act of February 20, 1905, or on the principal register.”

2 610 F. Supp. 612, 618 (S.D.N.Y. 1985).

7 15 U.S.C. § 1125(d) (2000).
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V.CELEBRITY RIGHTSIN THEUNITED KINGDOM

The United Kingdom (hereinafter UK) hasrejected theideaof publicity
rightsasaseparate body of law, it would make no senseto speak of thejustifications
for protection. Here we attempt to explore what bodies of law celebrities have
attempted to use to protect their images and why many of these attempts have
falledinthe UK.

A. THE COPYRIGHT, DES GNSAND PATENTSACT OF 1988

The Copyright, Designsand PatentsAct (hereinafter CDPA) allowsthe
ownersof copyrighted material to prevent third partiesfrom reproducing thework. A
celebrity, for example, could stop athird party from creating aposter of apicture he
found in amagazineif the celebrity ownstherightsin the picture. A court will find
that acopy has been made when “a substantial portion of the plaintiff’swork” has
been appropriated.” A ‘substantial portion’ has been held to refer to the quality of
the portion taken, the heart of the work, rather than how much of the work was
taken.”™ However, in some cases where an artist used a copyrighted work as a
reference, courts have held that areproduction of that work is not an infringement
because the reproduction was made consistent with the artist’s creative vision and
impressions.™

Anexampleillustrating how this system worksand why it provideslittle
protection for celebritieswho wish to guard their image follows. Imaginethat agift
card publisher, Hallmark for example, beginsto produce and sell birthday cardswith
apictureof Elton John " on the outside. Further, imagine that John hatesthe picture
and wants to stop this use. He will only find recourse under the CDPA if he owns
the copyright inthe picturethat Hallmark isusing. If Hallmark took the pictureor if
John previously sold the rightsin that picture to someone else and that individual
granted permission to Hallmark, then John cannot stop the sale of the cards.™

B. THE TRADE MARKSACT 1994

Asunder the CDPA, celebrities havefailed to gain protection under the
TradeMarksAct. Under thislaw, aword can becomeatrademark if itisfound to be
distinctivein nature.” Distinctiveness may be found when the nameis an invented
word, a word having no direct connection to the product’s characteristics, the
signature of the applicant, or unique.

" See Bauman v. Fussell, 14 R.PC. 485, 487 (Eng. C.A. 1978).

> See Ladbroke Ltd. v. Hill Ltd., 1 W.L.R. 273, 276-78 (Eng. H.L. 1964).
% 1d.

7 A widely acclaimed singer.

® FISHER, supra note 56.

™ Trade Marks Act, 1994, c. 26, § 1(d) (Eng.).
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In Re: Elvis Presley Trade Marks,® Elvis Presley Enterprises, Inc.
wantedtoregister ‘ ElvisPredey’ inthe United Kingdom, and ancther British company
that used the name Elvisinits mark contested the registration. The court held that
the name Elvis could not beregistered because it waswell known by the public and
therefore, was not distinctive. When Elvis Presley Enterprises claimed that the
public would be confused, the court stated that “[w]hen a fan buys a poster or a
cup bearing an image of his star, he is buying a likeness, not a product from a
particular source.”® Furthermore, the court stated, “[w]hen people buy atoy of a
well known character because it depictsthat character, | have no reason to believe
that they care who made, sold or licensed it”.

From these cases, one can infer that the more famous a personality
becomes, and as his or her name or nickname passes into common usage, the less
likely it isthat he or shewill be entitled to claim an exclusive ‘right to the name'. &
In essence, celebrities who want to stop advertisers, who are using either their
namesor their likenessesbecauseit iswell known and will affect the public, will not
be successful because their names and likenesses are so well known.

C. COMMON LAW PASSING OFF RESTRICTIONS

Passing off, in the publicity rights context, occurs when an advertisement
usesacd ebrity’simagein away that will lead the public to believethat the celebrity is
either associated with the subject of the advertisement, or is endorsing the subject of
the advertisement. Furthermore, the alleged association or endorsement must cause a
lossof incometo the celebrity.® To establish aclaim under UK law, the plaintiff must
show that thealleged “ misrepresentationislikely to cause confusion amongst consumers
and a loss of income to the plantiff”8 from this, one could infer that in order for
celebritiesto protect theuse of their images, they must beusing their imagesthemselves
and expecting to profit fromther use. In other words, thereisan expl oitation requirement.
In the case of Halliwell v. Panini,® Panini was producing a sticker collection of the
SpiceGirlsthat it called the’ Fab Five' . The Spice Girls, who werenegotiating aded with
ToppsInc. to produceasticker set, claimed that the absence of a* non-officid’ declaration
onthe set would lead their fansto believethat it wasthe Spice Girlsand not Panini that
were producing the set. The court disagreed, rejected the Spice Girls' request for a
preliminary injunction and Justice Lightman stated: “| shall only say that | amfar from
satisfied that the absence of any disavowal of authorisation by the plaintiffs can
reasonably lead members of the public to buy the defendants product on the basis or
inthe belief that it was authorised by the plaintiffs.”#

8 13 R.PC. 543 (Eng. Ch. 1997), aff'd, 16 R.P.C. 567 (Eng. C.A. 1999).
8 |d., 545.
8 FISHER, supra note 56.

8 See Hayley Stallard, The Right of Publicity in the United Kingdom, 18 Lov. L.A. EnT. L.J. 565,
567 (1998).

& |d.
8 1997 Lexis (Eng. Ch. June 6, 1997).
8% 1d.
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D. COMMON LAWMALICIOUSFALSEHOODS

Under the UK common law, acelebrity can prevent the use of hisimage
if the use entailsamaliciousfalsehood and if histradeisharmed by the fal sehood.®
The major caseillustrating thisdoctrineis Tolley v. J.S. Fry & Sons, Ltd.% Tolley
was an amateur golf player who waswell known inthe UK, and Fry & Sonsused a
caricature of himin an advertisement for the chocolatesthey sell. The court found
that this use violated the law because people could interpret the caricature as an
endorsement by Tolley, and one which would harm his status as an amateur golfer.
However, the court also held that while the act amounted to a violation due to the
potential financial harm, some people should expect to be thrust into the public
spotlight when they enter certain professions.®

E. THE ADVERTISNG CODES

Perhaps the best protection provided to celebritiesis through the non-
binding advertising codes. The codes, which deal with non-broadcast uses, self-
regulates the advertising industry and attempts to force companies to obtain the
celebrity’spermission beforehisimageisused.® The codes are The British Code of
Advertising Practice®™ and the IBA Code of Advertising Standards and Practice.®
While both of the codes provide some protection, the protection is limited. For
example, an advertisement that associates a celebrity with a product that does not
run contrary to that celebrity’s character will not violate the codes.

VI.RELATION BETWEEN RIGHT OF PUBLICITY AND
TRADEMARK LAW

In the United States, celebrities use both state and federal causes of
action to prevent unauthorized use and protect their economic investment in their
identities. Primary federal claimsare under section 43(a) of the LanhamAct for false
advertising or endorsement, and for dilution under section 43(c). Right of publicity
isthe broadest and most frequently litigated state law claim. States have varying
statutory and common law schemes.® Unlike theright of privacy, based in theright
of anindividual to beleft aone, theright of publicity protectsanindividua’sname

8 Philippa Gannon, Sporting Glory?, 146 New L.J. 1160 (1996).
8 1 K.B. 467 (Eng. C.A. 1929).
8 1d.,477.

% Catherine Lousie Buchanan, A Comparative Analysis of Name and Likeness Rights in the
United Sates and England, 18 GoLpen Gate U. L. Rev. 301, 308 (1988).

% The British Code of Advertising Practice, c. 31, § 17.2.

9 The Independent Broadcasting Authority Code of Advertising Standards and Practice, (IBA
July 1986).

9% ALEXANDER LINDEY & MicHAEL LANDAU, LINDEY ON ENTERTAINMENT, PUBLISHING AND THEARTS, § 1:118,
1-431 (2004).
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or likeness from being commercially appropriated by someone else.® Whereas a
right of privacy claimant does not want exposureat all, aright of publicity claimant
asserts that he or she “simply wants to be the one to decide when and where, and
to be paid for [the exposure].”%

When theright of publicity conflicts with the First Amendment, courts
resolve the tension under principles specific to each stateright. Some states, such
as California, recognize both common law and statutory rights of publicity, which
may differinapplication.® Trademark and right of publicity claimsaresimilar inthat
each grantsthe cel ebrity theright to protect an economic interest in hisor her name.
The crucial difference between the two claimsisthat right of publicity focuses on
theindividual’srightsinstead of consumers' rights. * Right of publicity’ violations
do not require likelihood of consumer confusion.®” Additionally, celébrities can
(and often do) assign their right of publicity, in gross, to studios. Trademark rights
cannot be similarly assigned because trademark rights derive from usein commerce
and are not property rightsin the traditional sense.®® Thus a celebrity who has put
his image into the world has, essentially, opened the door for the public to shape
and mold theimage asit seesfit. In addition, others have commented that the right
of publicity threatens society’s access to information and the ability to create new
ideas based upon the former creations.

VII: THEBEGINNINGSOFA RIGHT TOPUBLICITY IN INDIA

“Civilization is the progress towards a society of privacy. The
savage' swholeexistenceispublic, ruled by thelaws of histribe.
Civilizationisthe process of setting man freefrom men.”

Ayn Rand®

The exponential growth of the media, particularly the electronic media
inIndia, intherecent years has brought into focusissues of privacy. The mediahas

% Lerman v. Flynt Distrib. Co., 745 F.2d 123, 127-30, 134 (2d Cir. 1984) (concerning public
figures' limited right of privacy and publicity claims against pornographic magazine for
falsely identifying her as nude woman in photograph); see also LiNpEy & LANDAU, Id., § 1.118,
1.429 to 1.430. As described earlier, the right of privacy is credited to a seminal article in the
Harvard Law Review. See Warren & Brandeis, supra note 3; see also Nimmer, supra note 16
(expanding on Warren and Brandeis's right of privacy to explain a new right of publicity for
celebrities).

% See LiNDEY, supra note 11.

% California Civil Code section 3344 states: “Any person who knowingly uses another’s name,
voice, signature, photograph, or likeness, in any manner, on or in products, merchandise, or
goods, or for purposes of advertising [...] without such person’'s prior consent [...] shall be
liable for any damages sustained by the person or persons injured as a result thereof.” Cal.
Civ. Code § 3344.

7 Beser, supra note 7.

% AvN RAND, THE FOUNTAINHEAD 715 (1968).

% 1954 SCR 1077.
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made it possible to bring the private life of an individual into the public domain,
exposing him to the risk of an invasion of his privacy and space.

A. DEVELOPMENT OF THE RIGHT TO PRIVACY BY THE
SUPREME COURT

The first few cases that presented the Indian Supreme Court with the
opportunity to develop thelaw on privacy in Indiawere cases of police surveillance.
Theearliest caseinIndiato deal with ‘ privacy’ wasM.P. Sharmav. Satish Chandra!®
inthe context of Article 19(1)(f) and Article 20(3) of the Constitution of India. The
contention that search and seizure violated Article 19(1)(f) wasrejected, the Court
holding that amere search by itself did not affect any right to property, and though
seizure affected it, such effect was only temporary and was areasonablerestriction
on theright. In fact, the law as to privacy was developed in subsequent cases by
spelling it out from theright to freedom of speech and expressioninArticle 19(1)(a)
andtherightto‘life’ inArticle21.

In the case of Kharak Sngh v. Sate of UP®, the U.P. Regulations
regarding domiciliary visits were in question and the majority bench referring to
Munn v. llinois'®? held that though our Constitution did not refer to the right to
privecy expressly, yet it can betraced fromtheright to‘life’ inArticle 21. According
to the magjority, Clause 236 of the relevant Regulations in UP, was bad in law; it
offended Article 21 in asmuch astherewas no law permitting interference by such
visits. The majority, however, did not go into the question whether these visits
violated the Act. But, Justice Subba Rao while concurring that the fundamental
‘right to privacy’ was part of the right to liberty in Article 21, part of the right to
freedom of speech and expressioninArticle 19(1)(a), and also of theright to movement
in Art. 19(1)(d), held that the Regulations permitting surveillance violated the
fundamental right of privacy. Inthe discussion thelearned Judgereferred to Wolf v.
Colorado.’® |n effect, all the seven learned Judges held that the ‘right to privacy’
was part of theright to ‘life’ inArt. 21.

In the case of Govind v. Sate of MP***, Mathew J. developed the law
relating to theright to privacy fromwhereit wasleft in Kharak Sngh'®. Thelearned
Judge referred to Griswold v. Connecticut'® where Douglas, J. referred to thetheory
of penumbras and peripheral rightsand had stated that “[...] theright to privacy was
implied intheright to free speech and could be gathered from the entirety of fundamental
rightsin the constitutional scheme, for, without it, these rights could not be enjoyed

10 AIR 1963 SC 1295.
101 (1876) 94 US 113.

102 (1948) 338 US 25.

103 (1975) 2 SCC 148.

104 SQupra note 101.

105 (1965) 381 US 479.
106 (1973) 410 US 113.
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meaningfully’. Mathew, J. aso referred to Jane Roe v. Henry Wade'”” where it was
pointed out that though the right to privacy was not specifically referred tointhe US
Condtitution, the right did exist and “roots of that right may be found in the Firgt,
Fourth and Fifth Amendments, in the penumbras of the Bill of rights, in the Ninth
Amendment, and in the concept of liberty guaranteed by the first section of the
Fourteenth Amendment.” Justice Mathew, however, stated that the “ right to privacy
was not absolute” and that the makers of our Constitution wanted to ensure conditions
favourable to the pursuit of happiness as explained in the case Olmstead v. United
Sates'® wherein it was held that the privacy right can be denied only when an
“important countervailing interest is shown to be superior”, or where a compelling
Stateinterest was shown. (Justice Mathew |eft open theissuewhether moral interests
could berelied upon by the State ascompelling interests). “ Any right to privacy” , the
learned Judge said “[...] must encompass and protect the personal intimacies of the
home, thefamily, marriage, motherhood, procreation and child bearing. Thislist was
however not exhaugtive.” 1® He explained that, if there was State intrusion there must
be ‘areasonable basis for intrusion’ 11

While examining the UP Regulations 855 and 856, in question in the
Govind case, Justice Mathew observed that they gave wide powers to the police
and needed, therefore, to beread down, if their Constitutionality wasto be upheld.
Hefurther observed in this context: “ Our founding fatherswere thoroughly opposed
to a Police Raj!” Therefore, the Court must draw boundaries upon these police
powers so asto avoid breach of constitutional freedoms. Theright to privacy could
berestricted on the basis of compelling publicinterest. Thusfrom this case onwards
it was accepted that theright to privacy hasbeenimplied inArt. 19(1)(a) and (d) and
Art. 21; that, theright is not absolute and that any Stateintrusion can be areasonable
restriction only if it has reasonable basis or reasonable material s to support it.

A two-judge Bench in R. Rajagopal v. Sate of Tamil Nadu,™ held the
“[...] right of privacy to beimplicit in theright to life and liberty guaranteed to the
citizensof Indiaby Article21” and definedit as”[...] theright tobelet alone”. Every
citizen has aright to safeguard his own privacy. However, in the case of a matter
being part of public records, including court records, the right of privacy cannot be
claimed. After this, in alarge number of casesincluding PUCL v. Union of India®?,
Mr. X v. Hospital ‘Z' 2, People’s Union for Civil Liberties v. Union of India4,
Shardav. Dharmpal™*® among others, theright to privacy has been widely accepted
asbeing implied in the Indian Constitution.

17 (1927) 277 US 438 (471).
18 Supra note 101, 1 25.

109 |d

10 (1994) 6 SCC 632.

11 (1997) 1 SCC 301.

12 (1998) 8 SCC 296.

13 (2003) 4 SCC 399.

114 (2003) 4 SCC 4931.

115 2003 (26) PTC 245 (Del).
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B. THERIGHT TOPUBLICITY AND ‘CELEBRITYRIGHTS IN
INDIA

Unlike the US of America, the development of theright to publicity in
India has been very restricted in nature, and there are no statutes that directly deal
with it. However in the recent case of Development (International) Ltd. v. Arvee
Enterprisesand Anr.2¢, the Delhi High Court has shown ample maturity in having
theflexibility to discusstheright to publicity in Indiaand also impliedly hold, after
surveying a number of Australian and English cases, that the right to publicity in
Indiacan only be claimed by individual s and not inanimate objectslike companies
or corporations.

Asper thefacts of the case, the plaintiff wasthe organizer of ICC World
Cup heldin South Africa, Zimbabwe and Kenyafrom February 8, 2003till March 23,
2003 (hereinafter, the Event). Theplaintiff had created adistinct ‘logo’ and a‘ mascot’
for the event. Owing to wide publicity of the said logo and mascot, members of the
public associated the same exclusively with the plaintiff. The plaintiff had filed
applications for registration of its trade-mark in several countries. It was alleged
that the first defendant was the authorised dealer for sale and service of electronic
goods manufactured by the second defendant-Philips India Ltd. The defendants
were allegedly misrepresenting their association with the plaintiff and the World
Cup, by advertisements in media, including newspapers, television, internet and
magazines and by using said offending slogans with the intention to unlawfully
derive commercial benefit of association with the plaintiff and theWorld Cup. The
learned counsel of the plaintiffs contended that the right of publicity not only
protects publicity values of human beings, but also the publicity values in non-
living objectsthat are made popular through effort and that defendants have viol ated
theright of publicity of the plaintiff in the Event, and are deriving unjust enrichment,
by basing its entire advertising campaign on the Event and its popularity. Reliance
was placed on Bi-Rite Enterprises v. Button Master” White v. Samsung“® and
Zacchini v. Scripps Howard Broadcasting Co.'® However Justice Agrawal opined
that “[...] non-living entities are not entitled to the protection of publicity rightsin
an event, for more than one reasons. Firstly, the copyright law, trade-mark law,
dilution law and unfair competition law providefull protection against all forms of
appropriation of property to such legal entities|[...]. Secondly, it would be against
the basic concept of ‘ persona’. The*persona’ isdefined in Black’sLaw Dictionary,
seventh edition to mean ‘aperson; an individual human being’.” He further held:

us 555 F. Supp. 1188 (S.D.N.Y., 1983).

17 23 USPQ 2d 1583,

18 205 USPQ 741.

119 Some commentators like Beser, supra note 7 have suggested the implementation of a Federal
Publicity Rights to bring about uniformity in the publicity laws of the different states of the
US. “[...] the road to which we should look towards following should be a middle of the road
option under which a more adequate balancing system, such as that under the Copyright Act,
is introduced. One way to introduce a system in which a uniform balancing system is achieved
would be through the implementation of a Federal publicity Rights Act.”
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“[...] right of publicity has evolved from the right of privacy
and can inhere only in an individual or in any indicia of an
individual’spersonality like hisname, personality trait, signature,
voice, etc. An individual may acquire the right of publicity by
virtue of his association with an event, sport, movie, etc.
However, that right does not inhere in the event in question,
that made the individual famous, nor in the corporation that has
brought about the organization of the event. Any effort to take
away theright of publicity from theindividuals, to the organiser
{ non-human entity} of the event would be violative of Articles
19 and 21 of the Constitution of India. No persona can be
monopolised. The right of Publicity vestsin an individua and
he aloneisentitled to profit fromit.”

Thustheright to publicity and * celebrity rights' have had very limited
development in Indiaunlikeinthe US.

VIII. CONCLUSION

Neither the system in the US nor that in the UK provides this type of
balancing between the public and the celebrity. In the US, the celebrity is gaining
more and more control over hisimage and the public isreceiving nothing in return.
In the UK, celebrities are not being rewarded for their creations and commercial
advertisers are reaping the benefits.'®

InIndiathereisno statute which deal swith theright to publicity. Judicia
decisionson theissue are also quite scarce. It would seem that devel opment of the
law on publicity has been stilted after the growth of the law on privacy. However, as
progressively, the electronic mediain Indiapermestesall formsof society, Indiawill
have to develop its publicity laws so asto protect its growing body of celebrities.
Thiscan bedoneeither through | egislative enactments or through theincorporation
of common law development on thisissue through judicial pronouncements. But
whatever may be the case, a balance has to be struck between the interests of the
celebrity and those of society. For example, property law does not balance the
rights of the individual to own property against the rights of society to share the
property. Thus when someone owns something they can freely prevent anyone
else from using it. Applying this type of theory to publicity rights allows the
celebrity to gain a monopoly in their image that is not in the public’s interest.
Further, it would create an environment where commercial entitieswould be more
likely to know whether their activitieswereviolations or not. Thusin due course of
time, Indiawould require acelebrity rights statute.

Judging from the experience of the US and the UK, it would seem that
celebrity rightsfollowing the doctrine of ‘ direct commercial exploitation of identity’
to determine a breach of celebrity rights, balances the needs of the individual
concerned as well as societal ones. The proposed test of “direct commercial
exploitation of identity” is a pragmatic solution to the problem. The test borrows
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from the copyright doctrine of fair use and attempts to create two distinct, but
predictable spheres. The protected sphere guarantees protection for private cel ebrity
interests seeking to realize the full financial rewards of their celebrity status. The
only proviso is that the exploitation of identity that they seek to license must be
restricted to those useswhich are both direct in nature and commercial in motivation
and for which the user would be expected to pay on the open market. All other uses
would be denominated as indirect and incidental and thus be placed in the public
domain. Protection accorded to all direct commercial exploitation would extend to
al incidents of a celebrity’s identity. It would further extend to al persons whose
identitiesare directly used for commercial purposes.

Moreover, borrowing from conceptsof copyright, specifically theright of
fair use, a smilar exception should be allowed in the test of direct commercial
exploitation of identity. The general populace should be able to comment upon and
criticizethe celebrity so long astheir comments or criticisms are not fal sehoods that
injurethe cel ebrity. Parodieswould be acceptable. Inall other cases celebrities should
havetheright to exploit theimage they labored to create. Under this act the cel ebrity
would own exclusive rights to his name, image, likeness, and voicefor hislifetime.
This idea finds precedence in the Copyright Act (both Indian and English) that
provides protection for works throughout the author’s lifetime. Then, after the
cel ebrity’sdeath, theright would passto hisheirs. Again, the copyright law provides
asimilar notion by alowing the right to exist for a certain number of years after the
death of theauthor. Thisstance, which allowsinheritability, ispreferable. A celebrity
reliesupon theeconomic power of hisimageto sall theimagefor endorsement purposes.
If hispublicity right died immediatel y upon hisdeath, the economic valuein hisimage
would be severely diminished and thisdiminished incentive may lead the celebrity to
work less at cultivating an image. Also, celebrities who have died would have no
protection from undesirable associations. Allowing the right to survive death would
grant the celebrity greater economicincentiveto create socially desirableimagesand
society would benefit from these creations. Finally, allowing theright to continuefor
only aset amount of years would balance the power granted to the celebrity against
the public’s ability to access and utilize the cel ebrity’ simage.

Celebrities would, as authors do under the Copyright Act, have the
exclusiverightsto sell, produce, and distribute their images. This position ismore
desirablethan the UK’s stance that does not protect the cel ebrity’simage from third
party exploitation. The most powerful argument infavor of thispositionisthat if we
do not give economic incentivesto potential celebrities, they may not work ashard
to create an image from which society will benefit. Certain commentators would
reply to this by stating that the public, not the celebrity, actually creates the image
and the British systemis, therefore, preferable.
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